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DETAILED ACTION 



The criteria stated in 37 CFR 1 .105 for making a requirement for 
information is that the information be reasonably necessary to the examination or 
treatment of a matter in an application. The information required would typically 
be that necessary for finding prior art or for resolving an issue arising from the 
results of the search for art or from analysis of the application file. A requirement 
for information necessary for finding prior art is not a substitute for the examiner 
performing a search of the relevant prior art; the examiner must make a search of 
the art according to MPEP § 704.01 and §§ 904 - 904.03. 

The criteria of reasonable necessity is generally met, e.g., where: 

(A) the examiner's search and preliminary analysis demonstrates that the 
claimed subject matter cannot be adequately searched by class or keyword 
among patents and typical sources of non-patent literature, or 

(B) either the application file or the lack of relevant prior art found in the 
examiner's search justifies asking the applicant if he or she has information that 
would be relevant to the patentability determination. 

The first instance generally occurs where the invention as a whole is in a new 
area of technology which has no patent classification or has a class with few 
pieces of art that diverge substantially from the nature of the claimed subject 



matter. In this situation, the applicant is likely to be among the most 
knowledgeable in the art, as evidenced by the scarcity of art. and requiring the 
applicant's information of areas of search is justified by the need for the 
applicant's expertise. 

The second instance generally occurs where the application file, or other related 
applications or publications authored by the applicant, suggests the applicant 
likely has access to information necessary to a more complete understanding of 
the invention. In this situation, the record suggests that the details of such 
information may be relevant to the issue of patentability, and thus shows the 
need for information in addition to that already submitted by the applicant. 

Here the application file suggests that the applicant has access to information 
necessary for an understanding of the invention (specification, page 2, line 3+) 

Here it is appropriate to make a requirement for information prior to the first 
action on the merits, such as with a restriction requirement, when the examiner's 
search and preliminary analysis demonstrates that the claimed subject matter 
cannot be adequately searched by class or keyword among patents or in areas 
of emerging technology where the Office has minimal prior art. 

Factors considered for the appropriateness of a separate requirement for 



information prior to the first action on the nnerits included; 

(A) the claimed subject matter is in a newly established art area without a well- 
developed prior art resource pool; 

(B) The related documents, written by an inventor or an employee of the 
assignee, which were not submitted, are found during the search or described in 
the application file (specification, page 3, line 5) 

(C) The non-patent literature is referred to in the disclosure, but a copy has 
not been supplied (specification, page 3, line 5) 

In response to this requirement, please state the names of systems 
and/or the names of companies providing the CD-ROM notification system 
and/or the proprietary dial-in online access notification system and/or and 
the FAX notification systems referenced as prior art in applicant's 
specification. 

In responding to those requirements that require copies of documents, 
where the document is a bound text or a single article over 50 pages, the 
requirement may be met by providing copies of those pages that provide the 
particular subject matter indicated in the requirement, or where such subject 
matter is not indicated, the subject matter found in applicants disclosure. 

The fee and certification requirements of 37 CFR 1 .97 are waived for 
those documents submitted in reply to this requirement. This waiver extends 



only to those documents within the scxDpe of this requirement under 37 CFR 
1 .105 that are included in the applicant's first complete communication 
responding to this requirement. Any supplemental replies subsequent to the first 
communication responding to this requirement and any information disclosures 
beyond the scope of this requirement under 37 CFR 1 .105 are subject to the fee 
and certification requirements of 37 CFR 1 .97, 

The applicant is reminded that the reply to this requirement must be made 
with candor and good faith under 37 CFR 1 .56. Where the applicant does not 
have or cannot readily obtain an item of required information, a statement that 
the item is unknown or cannot be readily obtained will be accepted as a complete 
reply to the requirement for that item. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Richard C Weisberger whose telephone 
number is 703 308 4408 and whose email is Richard .weisberger@uspto.qov . 
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